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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1, 2, 8-11, 14, 17, 19, 21 and 40-42 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Kohn (US 4,776,600). 

With respect to claims 1 , 10 and 17, Kohn discloses a static gasket (26,29) 
sealing between first (8) and second (10) sealing surfaces that are secured together. 
Kohn also discloses a generally flat carrier member (32) having a generally planar top 
surface, a first stopper member (part of 31 disposed to one side of 27 or 28), second 
stopper member (part of 31 disposed opposite tot he first stopper member and to one 
side of 27 or 28), a cavity (receiving 27 or 28) formed between the stopper members 
and the stopper members having a height above the top surface of the carrier member 
(Figs. 4 and 5). Kohn further discloses an elastomeric seal member (27) inside the 
cavity (Abstract). The cavity has a volume that is greater than the volume of the 
elastomeric seal member (Figs. 4 and 5). The elastomeric seal member has at least 
one sealing bead (Figs. 4 and 5). The sealing bead has an apex that extends from a 
portion of the top surface (Figs. 4 and 5). Each of the first and second stopper 
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members has a height above the portion of the top surface from which the apex extends 
(Figs. 4 and 5). The apex has a height that is greater than the height of the first and 
second stoppers (Figs. 4 and 5). The apex is adapted to compress to the height of the 
first and second stoppers as (Figs. 4 and 5). The stoppers prevent the seal member 
from being over compressed (Figs. 4 and 5). Kohn further discloses a second pair of 
stoppers on an opposite surface (Figs. 4 and 5). Additionally, Kohn shows a second 
elastomeric sealing member (27 or 28). The second pair of stoppers limits the 
compression of the second elastomeric sealing members (Figs. 4 and 5). Kohn shows 
the first and second stoppers formed independently from the carrier member. 

Examiner notes that are several limitations regarding a method of loading the 
gasket, or an intended use of the gasket, such as, "A clamp load is applied", and the 
gasket is "subjected to the clamp load". It is noted that Kohn discloses all of the claimed 
structural elements, and is capable of being loaded as claimed by applicant. 
Furthermore, the claims are drawn only to the gasket itself. Kohn meets all of the 
structural limitations of the gasket. 

With respect to claim 2, Kohn discloses the sealing bead to be a semi-round or 
semi-oval or semi-elliptical (when compressed). 

With respect to claims 8, 9, and 21 , Kohn discloses the first and second stopper 
members are made of a material selected from the group consisting of polymer, metal, 
ceramic and composite fiber board (C. 2, L. 30-40) and the apex is compressed 1 .5% to 
70%. 
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With respect to claims 1 1 and 19, examiner notes these appear to be a product- 
by-process claim, where a process of making the product is claimed, in a product claim. 
Claims 11 and 19 are product claims. As such, only the physical structure of the claim 
is considered. Any prior art reference that meets the structural limitations is considered 
to be capable of being made in the claimed manor. Examiner asserts that the 
elastomeric sealing members of Kohn are capable of being formed from any of the 
claimed cure systems, and the first stopper member is capable of being molded on the 
carrier. 

With respect to claim 14, Kohn's carrier is made of metal (C. 2, L. 30-40). 

For claim 40, the carrier member has a thickness and the elastomeric seal has a 
thickness that is greater than the thickness of the carrier member (Figs. 4 and 5). 

For claim 41 , each of the first and second stopper members has a height above a 
portion of the top surface when the gasket is in an unloaded state (Figs. 4 and 5). 

Regarding claim 42, the first pair of stopper members have a first height above 
the first portion when the gasket is in an unloaded state (Figs. 4 and 5). 



Claim Rejections - 35 USC § 103 



3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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4. Claims 1 , 2, 4, 7-1 1 , 14, 15, 17-19, 21 , 22, 24 and 25 are rejected under 35 
U.S.C. 1 03(a) as being unpatentable over Creavey (US 3,033,582) in view of Udagawa 
(US 6,186,513). 

With respect to claims 1 , 7, 10, 17, 18, 22, and 25, Creavey discloses a static 
gasket sealing between first (21 ) and second (20) sealing surfaces that are secured 
together. Creavey also discloses a generally flat carrier member (1 1 ) having a 
generally planar top surface, a first stopper member (15), second stopper member (16), 
a cavity formed between the stopper members, and the stopper members having a 
height above the top surface of the carrier member. The second stopper member (1 7) 
has a height greater than that of the first stopper member (16). Creavey further 
discloses an elastomeric seal member (17) inside the cavity. The cavity has a volume 
that is greater than the volume of the elastomeric seal member (See figures below). 
The elastomeric seal member has at least one sealing bead. The sealing bead has an 
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apex that extends from a portion of the top surface. Each of the first and second stopper 
members has a height above the portion of the top surface from which the apex extends 
(Fig. 6). The apex has a height that is greater than the height of the first and second 
stoppers. The apex is adapted to compress to the height of the first and second stoppers 
as (shown in figures 3-5), where the stoppers prevent the seal member (17) from being 
over compressed. Creavey further discloses a second pair of stoppers on an opposite 
surface (bottom portion of gasket, mirror image stoppers 16, 17), where the stoppers 
have a height above the opposite surface. Additionally, Creavey shows a second 
elastomeric sealing member (mirror of 17, bottom portion of gasket in figures 3-5). The 
second pair of stoppers limits the compression of the second elastomeric sealing 
members. Creavey shows the first and second stoppers formed integrally, not 
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ESastoment Seal Member Volulme 




independently from the carrier member. However, Udagawa teaches a gasket 
assembly where a stopper member may be formed either integrally (E12 in figure 6) or 
independently (F12 in figure 4) from a carrier member (E or F). From this Udawgawa 
shows that stoppers formed integrally and independently of base members are 
equivalent and interchangeable within the art. It would have been obvious to one 
having ordinary skill in the art at the time of the invention to make the stoppers of 
Creavey either integral or independent from the carrier member, as these are equivalent 
ways of including stoppers in a gasket arrangement. 

Examiner notes that are several limitations regarding a method of loading the 
gasket, or an intended use of the gasket, such as, "A clamp load is applied", and the 
gasket is "subjected to the clamp load". It is noted that Creavey discloses all of the 
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claimed structural elements, and is capable of being loaded as claimed by applicant. It 
is further noted that the reactive from the surfaces 20 and 21 of Creavey are identical to 
the forces that would arise from the clamping forces recited in the claims. Furthermore, 
the claims are drawn only to the gasket itself. Creavey meets all of the structural 
limitations of the gasket. 

With respect to claims 2-4, Creavey discloses the sealing bead to be a triangle, 
the volume of the cavity is greater than the volume of the elastomeric seal member, and 
the elastomeric seal member is formed from a fluorocarbon. U.S. Patent No. 4,460,155 
to Smith is cited as an evidentiary reference to show that Teflon (used by Creavey) is a 
fluorocarbon. Examiner cites Smith column 3, lines 32-34 to show this. 

With respect to claims 8, 9, and 21 , Creavey discloses the first and second 
stopper members (16, 17) are metal, and the apex is compressed 1 .5% to 70%. 

With respect to claims 1 1 and 19, examiner notes these appear to be a product- 
by-process claim, where a process of making the product is claimed, in a product claim. 
Claims 11 and 19 are product claims. As such, only the physical structure of the claim 
is considered. Any prior art reference that meets the structural limitations is considered 
to be capable of being made in the claimed manor. Examiner asserts that the 
elastomeric sealing members of Creavey are capable of being formed from any of the 
claimed cure systems, and the first stopper member is capable of being molded on the 
carrier. 

With respect to claim 14, Creavey's carrier (1 1) is made of metal. 
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With respect to claims 15 and 24, Creavey does not explicitly disclose the 
stopper members to have a shape factor between .15 and 10. However, since there is 
no showing of criticality of the recited range, such recited range would have been 
obvious to one of ordinary skill in the art. Altering the shape factor of an element is 
considered to a design choice within the skill of the art. 

5. Claims 5, 6, 13 and 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Creavey in view of Udagawa, as applied to claims 1,10, and 1 7 
above, and further in view of Combet et al (US 6,390,479). 

The combination of Creavey and Udagawa serves to reject claims 1,10 and 17 
as recited above. Creavey and Udagawa are silent with regard to the dimensions of the 
carrier member. However, Combet teaches a carrier member having a thickness of less 
than 1 .0 mm and the compressed thickness is in the range of 0.015 and 1 .75 mm 
(column 3, line 1 ). It would have been obvious to one having ordinary skill in the art at 
the time of the invention to change the thickness of the prior art carrier since such a 
modification is a design consideration within the skill of the art. In re Rose , 220 F.2d, 
105 USPQ 237 (CCPA1955). 

6. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over Creavey 
in view Udagawa, as applied to claim 17 above, and further in view of Lucas et al (US 
4,635,949). 

The combination of Creavey and Udagawa serves to reject claim 17 as recited 
above. Creavey and Udagawa fail to disclose an adhesive layer on the second surface 
of the carrier member. However, Lucas teaches a gasket assembly where a seal ring 
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(8) is bonded to the carrier, or sheet, (1) by a heat resistant adhesive. The adhesive 
positively secures the seal (8) to the carrier (1 ). It would have been obvious to one 
having ordinary skill in the art at the time of the invention to positively secure the seal 
(17) to the carrier member (1 1 ) of Creavey. This results in an adhesive layer on the 
second surface of Creavey. 

7. Claims 4, 1 5 and 24 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Kohn. 

Kohn discloses a static gasket having all the features mentioned above for the 
rejection of claims 1 and 10. Kohn fails to disclose that the elastomeric seal member is 
formed of a polymer material selected from the group consisting of fluorocarbon, 
silicone, fluorosilicone, butyl, ethylene propylene diene monomer, ethylene-acrylate, 
polyacrylate, isoprene, perfluoropolymer, natural rubber, epichlorohydrin, nitrile, 
hydrogenated nitrile and thermoplastic elastomer. However, it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
have the elastomeric seal member being formed of a polymer material selected from 
the group consisting of fluorocarbon, silicone, fluorosilicone, butyl, ethylene propylene 
diene monomer, ethylene-acrylate, polyacrylate, isoprene, perfluoropolymer, natural 
rubber, epichlorohydrin, nitrile, hydrogenated nitrile and thermoplastic elastomer since 
the selection of a known material based upon its suitability for the intended use is a 
design consideration within the skill of the art. In re Leshin . 227 F.2d 197, 125 USPQ 
416 (CCPA 1960). 
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With respect to claims 15 and 24, Kohn does not explicitly disclose the stopper 
members to have a shape factor between .15 and 10. However, since there is no 
showing of criticality of the recited range, such recited range would have been obvious 
to one of ordinary skill in the art. Altering the shape factor of an element is considered 
to a design choice within the skill of the art. 

8. Claims 5, 6, 13, and 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kohn in view of Combet et al (US 6,390,479). 

Kohn is silent with regard to the dimensions of the carrier member. However, 
Combet teaches a carrier member having a thickness of less than 1 .0 mm and the 
compressed thickness is in the range of 0.015 and 1.75 mm (column 3, line 1). It would 
have been obvious to one having ordinary skill in the art at the time of the invention to 
change the thickness of the prior art carrier since such a modification is a design 
consideration within the skill of the art. In re Rose , 220 F.2d, 105 USPQ 237 (CCPA 
1955). 

9. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kohn in 
view of Lucas et al (US 4,635,949). 

Kohn fails to disclose an adhesive layer on the second surface of the carrier 
member. However, Lucas teaches a gasket assembly where a seal ring (8) is bonded 
to the carrier, or sheet, (1) by a heat resistant adhesive. The adhesive positively 
secures the seal (8) to the carrier (1 ). It would have been obvious to one having 
ordinary skill in the art at the time of the invention to positively secure the seal (17) to 
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the carrier member (1 1) of Kohn. This results in an adhesive layer on the second 
surface of Kohn. 



Response to Arguments 



10. Applicant's arguments with respect to claiml, 2, 4-6, 8-11, 13-15, 17, 19-21,23, 
24 and 40-42 have been considered but are moot in view of the new ground(s) of 
rejection. 

1 1 . Applicant's arguments filed 21 December 2007 have been fully considered but 
they are not persuasive. 

12. The Applicant argues that Creavey fails to disclose "said cavity having a volume 
that is greater than the volume of said elastomeric seal member" and "said first and 
second stopper members each having a height above said portion of said top surface 
from which said apex extends". This argument fails to persuade. The figures used 
above for the rejection of the claims clearly disclose that the volume of the cavity 
(darkened area in the upper figure) is greater than the volume of the elastomeric seal 
member (darkened area in the lower figure). With respect to having "said first and 
second stopper members each having a height above said portion of said top surface 
from which said apex extends", figure 6 clearly discloses that the first and second 
stopper members (upper surfaces 28 and 29) have a height above the portion of the top 
surface from which the apex extends since the upper surfaces stopper members come 
in contact with surface 21 while the elastomeric seal member is the contacting the 
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surface 21 and therefore the surface from which the apex extends is below the stopper 
members. 

1 3. The Applicant argues once again that Creavey fails to disclose " a generally flat 
carrier member having a generally planar top surface" since it has the triangular 
projection. The Examiner fails to agree with this argument because the term "generally" 
is considered broad term and encompasses other structures that are not flat for the 
carrier and that are not planar for the top surface. In this case, Creavey discloses a 
"generally flat carrier" and a "generally planar top surface" when the broadest 
interpretation is provided to the term "generally" regardless of whether the projection is 
flat or triangular. 

14. In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., cavity formed by the stop members and the carrier that the seal member is 
disposed in) are not recited in the rejected claim(s). Although the claims are interpreted 
in light of the specification, limitations from the specification are not read into the claims. 
See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). The claims 
only recite that the first stopper member is formed independently from the carrier 
member, that the second stopper member is formed independently from the carrier 
member and that the first and second stopper members form a cavity therebetween. 
The claims do not require that the cavity must also be formed by a surface of the carrier. 
The Examiner acknowledges that there can be differences between the stopper 
disclosed by Udagawa and the stopper being claimed by the current application, 
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however, these differences are not relevant since Udagawa is only being used for its 
teaching of two materials for the carrier member since Creavey clearly discloses first 
and second stopper members that form a cavity therebetween as recited in the claims. 

Conclusion 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Ruth C Rodriguez whose telephone number is (571) 
272-7070. The examiner can normally be reached on M-F 07:15 - 15:45. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Victor D. Batson can be reached on (571) 272-6987. 

Submissions of your responses by facsimile transmission are encouraged. The 
fax phone number for the organization where this application or proceeding is assigned 
is (571)273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571) 272- 
6640. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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you have questions on access to the Private PAIR system, contact the Electronic 



Business Center (EBC) at 866-217-9197 (toll-free). 



/RCR/ 

Ruth C. Rodriguez 
Patent Examiner 
Art Unit 3677 



rcr 

March 27, 2008 



/Robert J. Sandy/ 
Acting SPE of Art Unit 3677 



